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- The MAILING DATE of this communication appears on the cover she t with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- tf NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)13 Responsive to comm.unication(s) file(j on 06 May 2003 . 
2a)l3 This action is FINAL. 25)0 This action is non-final. 

3) n Since this application is in con(jition for allowance except for fomrial matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) 13 Claim(s) 1-21 is/are pending in the application. 

4a) Of the above claim(s) _ is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 13 Claim{s) 1-21 is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawjng(s) be held in abeyance. See 37 CFR 1.85(a). 

1 1) D The proposed drawing correction filed on is: a)D approved b)n disapproved by the Examiner. 

If approved, con-ected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)nAII b)n Some* 0)0 None of: 

1 Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

30 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1 ) n Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) [H Notice of Informal Patent Application (PTO-152) 

3) ^ Information Disclosure Statement(s) (PTO-1449) Paper No(s) ^ ^ . 6) O Other: 
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Terminal Disclaimer 

The terrmnal disclaimer filed on 05-06-2003 disclaiming the terminal portion of any patent 
granted on this apphcation which would extend beyond the expiration dates of copending Application 
Nos. 09/941,118, 09/940,748, and 09/941295 has been reviewed and is accepted. The terminal 
disclaimer has been recorded 

Election/Restrictions 
Apphcant's election without traverse of Group I in Paper No. 9 is acknowledged. 
Claims 22-32, drawn to a non-elected invention, have been canceled 

Response to Amendment 
The rejection of claim 4 under 35 U.S. C. 1 12, first paragraph, is withdrawn in response to 
amendment of claim 4. The rejections of claims under 35 U.S.C. 112, second paragraph, are withdrawn in 
response to the amendments submitted 05-06-2003. 

Response to Arguments 

AppHcanfs arguments filed 05-06-2003 have been fiiUy considered but they are not persuasive. 

Lahrmann et al clearly teach single con5)ositions con:5)rising a UV curable conponent and a 
thermally curable corcponent. See column 7, lines 6-11, for exarrple. Motivation to include non-radiation 
curable binders andpolyisocyanates is foimd in the references. See column 6, lines 43-54, column 6, line 
65, to column 7, line 5. 

Applicant argues that Sirkoch et al do not teach control of the UV/TH ratio. This argument is not 
found persuasive because Sirkoch et al teach weight percents in claims 8-10 that overlap the instantly 
claimed ratio. 



Application/Control Number: 09/94 1 ,283 Page 3 

Art Unit: 1711 

Applicant argues that DE ' 141 does not teach the instantly claimed UV/TH ratio. This argument 
is not persuasive for the following reasons. DE '141 teaches weight ratios of UV curable components and 
thermally curable con5)onents in the Exan^le that suggest the instantly claimed UV/TH weight ratio. 
AppHcant has not pointed to any evidence to show that the instantly recited UV/TH ratio provides 
unexpected results. 

The rejection over DE '333 is withdrawn in response to applicant's argument that the document is 
not prior art because the German application was filed 03-21-22001 and the PCT apphcation was filed 03- 
21-2002. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentabihty shall not be negatived by the 
manner in which the invention was made. 

Claims 1-5 and 8-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over Lahrmaim et 
al (5,425,970) teach that the radiation curable binders in the disclosed conpositions can contain further 
functional groups accessible to chemical crosslinking and that external crosslinking agents can be added. 
Binders not susceptible to radiation curing and providing a non-radiation-induced curing reaction through 
functional groups, such as hydroxyl, oxirane or isocyanate, may also be added The reference specifically 
teaches adding a bmder not susceptible to radiation curing, exen5)Ufiedby a hydroxyl-functional binder 
such as an acrylic polymer having hydroxy groups and a polyisocyanate cming agent. See column 5, line 
4, to column 7, line 1 L Lahrmann et al disclose, in Example 6, a corrposition conq)rising a urethane 
acrylate containing hydroxyl functional groups corresponding to applicant's component (al ) and also to 
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applicant's component (a2), acrylate-functional monomers and a polyisocyanate curing agent 
corresponding to applicant's component (a3) that is irradiated and then heated to provide a high gloss 
surface. 

Lahrmann et al teach compositions that may con^rise coni)onents corresponding to each of (al), 
(a2) and (a3) set forth in instant claim 1. Exairple 6 shows a composition con5)rising a radiation curable 
urethane acrylate having hydroxyl functional groups in combination with a polyisocyanate and discloses 
dual cure of the con^osition. Lahrmann et al teach adding a non-radiation sensitive binder to the 
disclosed compositions, thus providing apphcant's component (a2), Lahrmann et al do not require 
enploying a radiation curable prepolymer containing further isocyanate-reactive functional groups or 
selecting a polyisocyanate as the external crosslinking agent or including a non-radiation curable binder 
having functional groups reactive with the isocyanate groups. However, It would have been obvious to 
one skilled in the art at the time of the invention to provide a con^^osition conprising conponents 
corresponding to instantly claimed (al), (a2) and (a3) selected from the prepolymers and crosslinking 
agents, as taught by Lahrmann et al. It would fiuther have been obvious to one skilled in the art at the 
time of the invention to include a non-radiation curable binder containing functional groups reactive with 
a polyisocyanate, as taught by Lahrmarm et al in column 6, lines 43, to column 7, line 5, of the disclosure 
because a polyisocyanate is used as crosslinking agent in Example 6. One of ordinary skill in the art at the 
time of the invention would have been motivated by the teaching of Lahrmann et al to provide a 
conposition curable by radiation and heat to provide an initial gel and avoid sagging on lacquer coated 
vertical surfaces or to allow flash off of solvents, as taught in column 7, line 44, to column 8, line 34. 

Lahrmann et al do not mention a ratio corresponding to "UV/TH" set forth in instant claim 1. 
However, the conpositions disclosed would be expected to provide the UV/TH ratio set forth in the 
instant claims in the absence of evidence to the contrary because the conpositions corrprise the kinds of 
functional groups set forth in the instant claims and disclose curing the disclosed conpositions with UV 
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radiation and thermal postcimng. Alternatively, It would have been obvious to one skilled in the art at the 
time of the invention to determine the ratio of UV curable groups to thermally curable groups required to 
obtain the desired degree of crosslinking in the cured product. With respect to claims 11-14, Lahrmann et 
al do not teach the instantly claimed ratio of NCO groups to isocyanate reactive groups. However, It 
would have been obvious to one skilled in the art at the time of the invention to determine the ratio 
required in order to obtain the extent of crosslinking desired for a particular application because chemical 
crosslinking of isocyanate groups and isocyanate reactive groups is well known in the art. With respect to 
claims 15-21, Lahrmann et al do not mention the polydispersity of the non-radiation curable binder, 
however, It would have been obvious to one skilled in the art at the time of the invention to select 
thermally curable binder con^onents having these features in order to avoid yellowing upon irradiation 
and to control the amount of crosslinking. 

Claims 1-5, 8-14 and 18-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sirkoch et al (4,634,602). Sirkoch et al disclose dual curable con^ositions con5)rising a radiation 
sensitive conqjound, a radiation insensitive conpoimd containing hydroxy 1 groups and a crosslinking 
agent selected from aminoplast resins and blocked isocyanates and a reactive diluent. The radiation 
sensitive connpounds disclosed include ethylenically unsaturated polyurethanes having hydroxy functional 
groups (colimnns 2-6). See column 2, lines 46-50, column 3, lines 10-14, lines 52-56 and column 6, lines 
15-19. The radiation insensitive conpounds disclosed are epoxy resins or phenoxy resins containing at 
least 40% aromatic ring moieties (columns 7-8). Sirkoch et al teach partially curing the primer 
corrq)osition with radiation, applying a topcoat conqjosition and thermally curing the conposite (see 
Exarr5)les 5C, 6 and 7B). 

Sirkoch et al do not mention a ratio corresponding to "UV/TH" set forth in instant claim 1 . 
However, the coirpositions disclosed would be expected to provide the UV/TH ratio set forth in the 
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instant claims in the absence of evidence to the contrary because the compositions conprise the kinds of 
functional groups set forth in the instant claims and disclose curing the disclosed conpositions with UV 
radiation and thermal postcuring. Alternatively, It would have been obvious to one skilled in the art at the 
time of the invention to determine the ratio of UV curable groups to thermally curable groups required to 
obtain the desired degree of crosslinking in the cured product. With respect to claims 11-14, Sirkoch et al 
do not teach a required ratio of isocyanate groups to reactive functional groups in the disclosed 
conrpositions, however. It would have been obvious to one skilled in the art at the time of the invention to 
determine the ratio required in order to obtain the extent of crosslinking desired for a particular 
application because chemical crosslinking of isocyanate groups and isocyanate reactive groups and the 
effects thereof are well known in the art. With respect to claims 18-21, Sirkoch et al do not teach the 
polydispersity of the radiation insensitive confounds, however, It would have been obvious to one 
skilled in the art at the time of the invention to select thermally curable binder components having these 
features in order to avoid yellowing upon irradiation and to control the amount of crosslinking. 

Claims 1-5, 8-14 and 18-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over DE 
Patent 99 141 (translation supplied by applicant). DE '141 discloses compositions for SMC and BMC 
coating comprising component (al) corresponding to instantly claimed cort^onent (al), conponent (a2) 
corresponding to instantly claimed conponent (a3) and conponent (a7) corresponding to instantly 
claimed corrponent (a2). The same tradenamed materials are enployed as disclosed in the instantly 
claimed invention. The conpositions disclosed would be expected to provide the UV/TH ratio set forth in 
the instant claims in the absence of evidence to the contrary because the compositions comprise the kinds 
of functional groups set forth in the instant claims and disclose curing the disclosed conpositions with 
UV radiation and thermal postcuring. 
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Alternatively, It would have been obvious to one skilled in the art at the time of the invention to 
determine the ratio of UV curable groups to thermally curable groups required to obtain the desired 
degree of crosslinking in the cured product. With respect to claims 1 1-14, DE ' 141 does not specifically 
teach the recited ratio of isocyanate groups to isocyanate-reactive functional groups in the disclosed 
corrpositions, however, It would have been obvious to one skilled in the art at the time of the invention to 
determine the ratio required in order to obtain the extent of crosslinking desired for a particular 
application because chemical crosslinking of isocyanate groups and isocyanate reactive groups and the 
effects thereof are well known in the art. With respect to claims 18-21, DE '141 does not mention the 
polydispersity of component a7, however, It would have been obvious to one skilled in the art at the time 
of the invention to select thermally curable binder con:5)onents having these features in order to avoid 
yellowing upon irradiation and to control the amount of crosslinking. 



Conclusion 

THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1. 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing 
date of this final action and the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on the date the advisory action 
is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Susan W Berman whose telephone number is 703 308 0040. The examiner can normally 
be reached on M-F 9:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, James 
Seidleck can be reached on 703 308 2462. 

The fax phone numbers for the organization where this application or proceeding is assigned are 
703 872 93 10 for regular communications and 703 872 93 1 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding should 
be directed to the receptionist whose telephone number is 703 308 0661. 




Susan W Berman 
Primary Examiner 
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